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Where’s
David?David?



Up the stairs and out the door
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The IP Book 2011
• Supreme Court and 
Federal Circuit Review

• Presumption of Validity

• Patent Remedies

• Copyright Highlights

• Trade Secret 
Developments

• Top 10 Trademark Cases• Patent Remedies

• Patent Reissue

• Divided Patent 
Infringement

• False Patent Marking

• Top 10 Trademark Cases

• Top 10 TTAB Decisions

• Top 10 UDRP Decisions

• Keyword Advertising

• Social Media
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AmazingAuthors

THE

6



7



CHANGE
Year
A

CHANGE
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Patent False 
2011: A BAD YEAR FOR…

Patent False 

Marking
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Patent False Marking

2009 and 2010 – The Best of Times
Forest Group v. Bon Tool (per article damages!!) 

Stauffer v. Brooks Brothers (“any person” can sue!!)

In re BP Lubricants (Rule 9(b) applies)

Unique Product Solutions v. Hy-Grade Valve (Take 
Care Clause )
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PEDESTRIAN 

SAFETY SAFETY 

ENHANCEMENT 

ACT
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MINIMUM SOUND REQUIREMENTS 
FOR MOTOR VEHICLES
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Most Patent False Marking Cases Are DOA…

For more information see Chapter 6
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Copyright 
2011: A BAD YEAR FOR…

Copyright 

Troll Suits
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Last Year

For more information see Chapter 716



Righthaven Copyright Suits

276 lawsuits / Many Quick Settlements

17



This Year

Fair use defenses

Standing issues 

Attorneys Fees
For more information see Chapter 718



25%The 25% Rule
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25% Rule = 100% Gone

Uniloc v. MicrosoftUniloc v. Microsoft
“fundamentally flawed tool”

“inadmissable”

For more information see Chapter 320



Large, 

Multi-Defendant 
2011: A BAD YEAR FOR…
Multi-Defendant 

Patent Cases
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Thursday: Joinder

54 New Patent Cases
804 Defendants

For more information see Chapter 6
22

804 Defendants
Average of 16 Defendants per Case



Friday: Dis-Joinder

For more information see Chapter 6
23

[A]ccused infringers may not be joined in one action as defendants or 
counterclaim defendants, or have their actions consolidated for trial, based 
solely on allegations that they each have infringed the patent or patents in 
suit. 



Challenging the 

Presumption of Presumption of 

Validity
24



Microsoft v. i4i 
Presumption of validity requires all 
invalidity defenses to be proven by invalidity defenses to be proven by 
clear and convincing evidence

For more information see Chapter 225



Corporate Shred Corporate Shred 

Days
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Rambus
• Formulated a careful 

litigation strategy

• Instituted document 
retention/destruction policies 
to get “battle ready”to get “battle ready”

• Held Corporate “shred days”

• Destroyed emails, tapes, 
and paper documents

• Kept “helpful” documents
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District Court Split:

• One court did not 
impose sanctions; 

Rambus

impose sanctions; 
Rambus won

• One court imposed 
sanctions and ruled that 
12 patents were 
unenforceable
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Federal Circuit said:

Rambus

• When all that’s left is to pull the trigger, litigation is “reasonably 
foreseeable”

• Litigation is “reasonably foreseeable” even if some 
contingencies remain – especially for plaintiffs

For more information see Chapter 129



Inequitable Inequitable 

Conduct Defense
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Therasense v. Becton, Dickinson

Standards for Materiality and Standards for Materiality and 
Deceptive Intent Increased

For more information see Chapter  131



Sale Sale 

Doctrine
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First Sale Doctrine Doesn’t Apply to

Foreign Sales
Costco Wholesale Corp. v. Omega S.A. (per curiam)Costco Wholesale Corp. v. Omega S.A. (per curiam)

Software Licenses
Vernor v. Autodesk

For more information see Chapter 733



EXCITING
Year for IP Lawyers

AN
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Funai Electric v. Daewoo Electronics

36For more information see Chapter 3



Outcome

3 patents not infringed3 patents not infringed

3 patents willfully infringed
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Question

Was Funai entitled to 
“enhanced” damages?“enhanced” damages?

35 U.S.C. § 284
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ANIMAL FARM
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No animal shall No animal shall 
wear clothes 
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No animal shall 
sleep in a bed sleep in a bed 
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No animal shall 
drink alcohol drink alcohol 
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Most Important Rule….

All animals are equal
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Most Important Rule

All Animals Are Equal,

BUT Some Animals Are More
Equal Than Others!Equal Than Others!
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IP Farm “Rules”

All Infringement Is EqualAll Infringement Is Equal
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Literal 
Infringement Doctrine of 

Equivalents

IP Farm “Rules”

46

Equivalents



Nine Factors to Consider for Enhanced Damages
Read Corp. v. Portec, Inc.

47Increased Damages No Increased Damages



Deliberate Copying?Deliberate Copying?

Yes
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Deliberate Copying? Yes

49Increased Damages No Increased Damages



Good faith investigation?Good faith investigation?

No
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Good Faith Investigation? No

51Increased Damages No Increased Damages



Remedial Action?Remedial Action?

No
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Remedial Action? No

53Increased Damages No Increased Damages



Motivation for harm?Motivation for harm?

Yes
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Motivation for Harm? Yes

55Increased Damages No Increased Damages



Bad Litigation Behavior?

YesYes

Attempts to Conceal Info?

Yes
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Infringer’s Litigation Behavior? Bad
Attempts to Conceal? Yes

57Increased Damages No Increased Damages



Was the Case “Close”?

Yes
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“Closeness” Tipped the Scale

59Increased Damages No Increased Damages



IP Farm “Rules”

Literal 
Infringement Doctrine of 

Equivalents

60

Equivalents



VS

61



WHO OWNS BRATZ?First Trial: Barbie
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Barbie Wins! 

• MGA infringed Mattel’s 
copyrights

• Imposed constructive trust 
transferring Bratz trademark 
portfolio to Mattelportfolio to Mattel

• Injunction prohibiting MGA 
from marketing virtually every 
Bratz doll

• $ 100 Million

63



Bratz are Now Trust Fund Kids
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Reversed
$ 7,216,698
Reversed
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9th Circuit Reversed Everything

Constructive Trust Vacated
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District Court Error

Employment Agreement Did Not Clearly 
Cover “Ideas”

“the term ‘inventions’ includes, but is not “the term ‘inventions’ includes, but is not 
limited to, all discoveries, improvements, 
processes, developments, designs, know-

how, data computer programs and 
formulae, whether patentable or 

unpatentable”
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District Court Error

Employment Agreement Unclear About 

Time 

“created at any time during my employment”“created at any time during my employment”
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District Court Error

Scope of Copyright Protection and

Infringement Analysis Were Wrong
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Second Jury Trial

$ 88.4 Million
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Barclays Capital 
v. v. 

theflyonthewall.com
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Barclays Capital v. theflyonthewall.com

72



Barclays Capital v. theflyonthewall.com

Example Recommendation:

73

“EQIX: Equinox initiated with a Buy at BofA/Merrill. 
Target $110”



“Your daily buzz from the street”

Barclays Capital v. theflyonthewall.com

Posts “breaking analyst comments,”  
“consistently beating the news 

74

“consistently beating the news 
wires.”

“Having a membership with the Fly 
is like having a seat at Wall Street's 
best houses and learning what they 
know when they know it.”



Barclays Capital v. theflyonthewall.com

$240 to $480 

75

$240 to $480 
per subscriber per year



Barclays Capital v. theflyonthewall.com

Copyright Claims Misappropriation Claim

76

Damages:
$12,750
+  interest
+  fees 

Preempted?



Barclays Capital v. theflyonthewall.com

“Hot News” Misappropriation Claim survives 
copyright preemption if:

1) The factual information is highly time-sensitive; 

77

1) The factual information is highly time-sensitive; 

2) The defendant is free-riding on the plaintiff; and

3) The defendant’s product threatens the very 
existence of the plaintiff’s product



Barclays Capital v. theflyonthewall.com

Copyright Claims Misappropriation Claim

78

Damages:
$12,750
+  interest
+  fees 

Preempted!



Barclays Capital v. theflyonthewall.com

The Fly was reporting the fact of the plaintiffs’ 
recommendations.

The Fly ascribed the material to the creator firm.

79

The Fly ascribed the material to the creator firm.

This is just like “report[ing] on, say, winners of Tony 
Awards, or indeed, scores of NBA games”

That is not “free riding”



Barclays Capital v. theflyonthewall.com

Misappropriation Copyright 

80

Misappropriation 
Claims

Copyright 
Claims

Very factual analysis!



THIS FALL
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LAW AND ORDER: TSM
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Trade Secret Litigation
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Steal Source Code = Go To Prison

Ford Engineer  
6 years + Deportation

Goldman Sachs 
Programmer – 8 years

Societe Generale SA 
Trader – 3 years
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3 Things You Might Not 
Know About Dillinger

1. Dillinger was killed outside 
the Chicago Biograph 
Theater after seeing a 
gangster filmgangster film

2. Dillinger once escaped from 
prison using a wooden gun

3. Dillinger lived under an alias 
in St. Paul near Lexington 
and Grand Avenues
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1 More Thing You Might Not 
Know About Dillinger

He Doesn’t 

Like People 

Using His Using His 

Name 

Without 

Permission
90



Godfather Video Games

91



“Dillinger” Tommy Guns 

92



EA’s First Amendment Defense

Prove that use of 
Dillinger was “related” 
in some way to the in some way to the 
“content of the 
expressive work”
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EA’s Burden

The level of artistic relevance to the 
underlying work must be above zero

“The gentleman-bandit, commonly known for his 
public persona as a ‘flashy gangster who public persona as a ‘flashy gangster who 

dressed well, womanized, drove around in fast 
cars, and sprayed Tommy Guns’ has above-zero 
relevance to a game whose premise enables 
players to act like members of the mafia and 

spray Tommy Guns”
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In re Richard M. Hoefflin
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Proposed Marks for Registration

“Obama Bahama
Pajamas”Pajamas”

“Obama Pajama”
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Section 2(c) of Trademark Act

No trademark by which the goods of the applicant may be 
distinguished from the goods of others shall be refused 
registration on the principal register on account of its nature 
unless it . . .

98

(c) Consists of or comprises a name, portrait, or signature 
identifying a particular living individual except by his 
written consent, or the name, signature, or portrait of a 
deceased President of the United States during the life of 
his widow, if any except by written consent of the widow



Argument #1:  I didn’t mean that Barack Obama
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He Actually Argued This…

“Barack” and “Obama” do not 
represent any particular individual, 

and certainly not “the United and certainly not “the United 
States President Barack Hussein 

Obama II”

100



Argument #2: No Connection Between the 
President and Jammies

• “While lesser-known figures may have to show that the 
consuming public connects them with [certain goods], well-
known individuals such as celebrities and world-famous 
political figures are entitled to the protection of Section 
2(c) without having evidence a connection with the 
involved goods or services”involved goods or services”

• “The Trademark Examining Attorney has done an excellent 
job marshalling a variety of press excerpts to demonstrate 
the obvious – namely, that President Barack Obama is 
extremely well known”
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